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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1. Claims 35, 36, 71, and 72 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. In particular, the rejected claims generally disclose a remote system and 
method for taking DNA samples with a biosensor, said biosensor presumably forming 
some sort of analysis on DNA sample. Such a system and method is currently 
unknown to one skilled in the art and furthermore is not enabled by the disclosure of this 
invention. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 35, 36, 71, and 72 are rejected under 35 U.S.C. 101 because the 
disclosed invention is inoperative and therefore lacks utility. In particular, the rejected 
claims generally disclose a remote system and method for taking DNA samples with a 
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biosensor, said biosensor presumably forming some sort of analysis on DNA sample. 
Such a system and method is currently unknown to one skilled in the art and 
furthermore is not enabled by the disclosure of this invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-8, 11-21, 28, 30-34, 37-44, 47-57, 64, 66-70 are rejected under 35 
U.S.C. 102(e) as being anticipated by Goldenberg, (U.S. Pub. 2002/0065682). 

4. As per claims 1 and 37, Goldenberg discloses a health-care system and method 
comprising: 

a processing machine, (Goldenberg, Abstract; Figs. 1, 2; 19, 20, 40, 41); 

a plurality of biosensors respectively equipped to individuals, (Goldenberg, 
Abstract; Figs. 1, 2; 19, 20, 40, 41); each of the biosensors being operable to 

gather information regarding physiological parameters of the respective 
individuals, (Goldenberg, Abstract; Figs. 1, 2; U 19, 20, 40, 41); and 
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relay the information to the processing machine over a network, (Goldenberg, 
Abstract; Figs. 1, 2, 8; U 19, 20, 40, 41, 57-64); and 

data links provided from the processing machine to respective providers of a 
plurality of different health-care services to allow the transmission of instructions over 
the network for appropriate action to be taken in response to a determination that an 
individual is likely to suffer from a medical condition, (Goldenberg, Abstract; Figs. 1, 2, 
8; fl 33, 35, 62-64). 

5. As per claims 2 and 38, Goldenberg discloses a system and method further 
comprising a first terminal connected to the processing machine and operable to 
present information received from one or more of the biosensors to allow the 
determination of whether the individual associated with the one or more biosensors is 
likely to suffer from a medical condition, (Goldenberg, Abstract; Figs. 1 , 2, 8; j[ 33, 35, 
62-64). 

6. As per claims 3, 4, 39 and 40, Goldenberg discloses a system and method 
wherein at least some of the data links comprise links over the network, wherein the 
network is the Internet, (Goldenberg, U 29). 

7. As per claims 5 and 41 , Goldenberg discloses a system and method wherein the 
network comprises a wireless network, (Goldenberg, U 9, 58). 
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8. As per claims 6 and 42, Goldenberg discloses a system and method wherein the 
processing machine is operable to transmit instructions to at least one health-care 
service in response to the receipt of information indicating that at least one of the 
physical parameters of an individual with which one of the biosensors is associated is 
outside predetermined limits, (Goldenberg, Abstract; Figs. 1, 2, 8; U 33, 35, 62-64). 

9. As per claims 7 and 43, Goldenberg discloses a system and method further 
comprising a delivery device operable to administer automatically a dose of a substance 
to an individual, (Goldenberg, Abstract; Figs. 1, 2, 8; 33, 35, 62-64). 

10. As per claims 8 and 44, Goldenberg discloses a system and method wherein the 
delivery device is controllable by the processing machine, (Goldenberg, Abstract; Figs. 
1,2, 8; H 29). 

11. As per claims 1 1 and 47, Goldenberg discloses a system and method further 
comprising a database storing medical records of at least some of the individuals, 
(Goldenberg, Fig. 7; 1J 55, 56). 

12. As per claims 12 and 48, Goldenberg discloses a system and method wherein 
the processing machine is operable to update the database following the receipt of 
information from one of the biosensors, (Goldenberg, Fig. 7; U 55, 56). 
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1 3. As per claims 13 and 49, Goldenberg discloses a system and method wherein 
the processing machine is operable to present at least some of the records relating to 
an individual along with data received from a biosensor relating to that individual, 
(Goldenberg, Fig. 7; U 55, 56). 

14. As per claims 14 and 50, Goldenberg discloses a system and method wherein 
the processing machine is operable to allow real-time consultation over the network 
between one of the individuals and a health-care expert, (Goldenberg. U 10). 

1 5. As per claims 1 5 and 51 , Goldenberg discloses a system and method wherein 
the processing machine is operable to allow at least one further party to join the real- 
time consultation, (Goldenberg, U 10). 

16. As per claims 16 and 52, Goldenberg discloses a system and method wherein 
the real-time consultation comprises video conferencing, (Goldenberg, H 9, 10. 61). 

17. As per claims 17 and 53, Goldenberg discloses a system and method wherein 
the individuals are selected from the group comprising: health-care users, out-patients, 
in-patients and intensive care patients, (Goldenberg, Abstract). 

18. As per claims 18, 19, 54 and 55, Goldenberg discloses a system and method 
further comprising a personal data storage unit associated with one of the individuals 
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operable to receive and store data from a biosensor, (Goldenberg, U 63, 64) (disclosing 
treatment device for receiving, analyzing and sending medical treatment information 
that is considered to include a storage device or medium). 

19. As per claims 20 and 56, Goldenberg discloses a system and method wherein 
the personal data unit is used to identify an individual to a biosensor before the 
biosensor gathers the information from the individual, (Goldenberg, Fig. 1; H 40, 42). 

20. As per claims 21 and 57, Goldenberg discloses a system and method wherein 
the plurality of biosensors are operable to gather information on selected physiological 
parameters in dependence upon the identity of an individual, (Goldenberg, Fig. 1; H 27, 
40, 42). 

21 . As per claims 28 and 64, Goldenberg discloses a system and method wherein 
the portable processing device is operable to analyze data received from the personal 
data storage unit to determine whether at least one of the physical parameters of an 
individual with which one of the biosensors is associated is outside predetermined 
limits, (Goldenberg, 55, 63, 64) (disclosing treatment device for receiving, analyzing 
and sending medical treatment information that is considered to include a storage 
device or medium). 
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22. As per claims 30 and 66, Goldenberg discloses a system and method wherein 
the health-care services are selected from the group comprising: a pharmacy, a 
physician, an emergency service; a medical hardware supplier; a nutritionist; a source 
of health-care information; a health-care related government body; a nursing care 
centre; a research facility; a health insurance broker; and a financial institution, 
(Goldenberg, Abstract, U 54-56)(disclosing a physician). 

23. As per claims 31 and 67, Goldenberg discloses a system and method wherein 
one of the health-care services comprise a source of medical records having features 
selected from the group comprising bio-data, health-care records, a health-care 
calendar, and a financial calendar, (Goldenberg, Abstract, U 59)(disclosing bio-data 
such as vital signs). 

24. As per claims 32 and 68, Goldenberg discloses a system and method wherein 
the processing machine is operable to transmit information regarding a condition that an 
individual has or is likely to develop to the individual, (Goldenberg, Abstract; Figs. 1, 2, 
8; H 33, 35, 62-64). 

25. As per claims 33 and 69, Goldenberg discloses a system and method wherein 
the information is relayed to the processing machine over the network in an encrypted 
form, the encryption being specific to the individual to whom the information relates, 
(Goldenberg, Fig. 1; H 40). 
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26. As per claims 34 and 70, Goldenberg discloses a system and method wherein an 
individual has an identification number and the gathered information for the individual is 
encrypted with the identification number into a data packet for decryption by the 
processing machine, (Goldenberg, Fig. 1; 1j40, 42). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

27. Claims 9, 10, 22, 23, 25, 27, 45, 46, 58, 59, 61, 63 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Goldenberg in view of Nelson et al., 
(U.S. 6,418,346). 

28. As per claims 9 and 45, Goldenberg fails to disclose a system and method 
further comprising a location tracking device associated with one of the individuals, to 
track the location of the individual. However, such claimed systems and methods are 
well-known in the art as evidenced by Nelson, (Nelson, col. 4, line 50-col. 5, line 19). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Goldenberg and Nelson. The motivation would have been to 
enhance remote monitoring of medical devices on a chroOnic basis to deliver clinical 
therapy in real-time, (Nelson, Abstract). 

29. As per claims 10 and 46, Goldenberg fails to disclose a system and method 
wherein instructions transmitted over the network to a health-care service include the 
location of an individual. However, such claimed systems and methods are well-known 
in the art as evidenced by Nelson, (Nelson, col. 4, line 50-col. 5, line 19). 

The statement of obviousness and motivation to combine Goldenberg with 
Nelson is as provided in the rejection of claims 9 and 45 and is incorporated herein by 
reference. 

30. As per claims 22 and 58, Goldenberg fails to disclose a system and method 
wherein records relating to the individual are stored on the personal data storage unit. 
However, such claimed systems and methods are well-known in the art as evidenced by 
Nelson, (Nelson, Abstract; Fig. 5; col. 7, line 15-col. 8, line 47). 

The statement of obviousness and motivation to combine Goldenberg with 
Nelson is as provided in the rejection of claims 9 and 45 and is incorporated herein by 
reference. 



31 . As per claims 23 and 59, Goldenberg fails to disclose a system and method 
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wherein the personal data storage unit allows access to a database on which medical 
records relating to the individual are stored. However, such claimed systems and 
methods are well-known in the art as evidenced by Nelson, (Nelson, Abstract; Fig. 5; 
col. 7, line 15-col. 8, line 47). 

The statement of obviousness and motivation to combine Goldenberg with 
Nelson is as provided in the rejection of claims 9 and 45 and is incorporated herein by 
reference. 

32. As per claims 27 and 63, Goldenberg fails to disclose a system and method 
further comprising a portable processing device, wherein the personal data storage unit 
is operable to transfer data stored therein to the portable processing device. However, 
such claimed systems and methods are well-known in the art as evidenced by Nelson, 
(Nelson, Fig. 4, col. 7, line 45-67; col. 13, lines 11-38). 

The statement of obviousness and motivation to combine Goldenberg with 
Nelson is as provided in the rejection of claims 9 and 45 and is incorporated herein by 
reference. 

33. As per claims 25 and 61 , Goldenberg fails to disclose a system and method 
wherein the personal data storage unit is operable to connect to the network by a 
wireless connection or by a contact connection. However, such claimed systems and 
methods are well-known in the art as evidenced by Nelson, (Nelson, Fig. 4, col. 7, line 
45-67; col. 13, lines 11-38). 



Application/Control Number: 10/067,493 Page 12 

Art Unit: 3626 

The statement of obviousness and motivation to combine Goldenberg with 
Nelson is as provided in the rejection of claims 9 and 45 and is incorporated herein by 
reference. 

34. Claims 24, 26, 29, 60, 62, 65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goldenberg in view of Snowden et al., (U.S. Pub. 
2002/00226332). 

35. As per claims 24 and 60, Goldenberg fails to disclose a system and method 
wherein the personal data storage unit is programmed to allow access to selected 
portions of medical records of the individual to selected entities. However, such claimed 
systems and methods are well-known in the art as evidenced by Snowden, (Snowden, 
Abstract; H 77-79) (disclosing patient-controlled access to selected portions of medical 
records medical records). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Goldenberg and Snowden. The motivation would have been to 
create a secure repository for personal medical records accessible in selected parts 
over secure lines, (Snowden, Abstract). 

36. As per claims 26 and 62, Goldenberg fails to disclose a system and method 
wherein the personal data storage unit comprises a smart card. However, such claimed 
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systems and methods are well-known in the art as evidenced by Snowden, (Snowden, 
Abstract, U 105). 

The statement of obviousness and motivation to combine Goldenberg with 
Snowden is as provided in the rejection of claims 24 and 60 and is incorporated herein 
by reference. 

37. As per claims 29 and 65, Goldenberg fails to disclose a system and method 
wherein, the access of the selected entities to the selected portions of the records 
expires after a predetermined period. However, such claimed systems and methods 
are well-known in the art as evidenced by Snowden, (Snowden, 105-109) (disclosing 
emergency access of patient records by emergency health personnel wherein it would 
be obvious that the permission for access would expire after the emergency was over). 

The statement of obviousness and motivation to combine Goldenberg with 
Snowden is as provided in the rejection of claims 24 and 60 and is incorporated herein 
by reference. 

38. Claims 35, 36, 71 and 72 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goldenberg in view of Lockhart et al., (U.S. 6,040,138). 

39. As per claims 35, 36, 71 and 72, Goldenberg fails to disclose a system and 
method wherein at least one of the biosensors comprises a microarray, and wherein at 
least one of the biosensors is operable to obtain a DNA sample from an individual. 
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However, such claimed systems and methods are well-known in the art as evidenced by 
Lockhart, (Lockhart, Abstract; col. 2, line 35-col. 8, line 8). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Goldenberg and Lockhart. The motivation would have been to 
detect target nucleic acid sequences in the DNA sample, (Lockhart, Abstract). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure is as follows: Warkentin et al., (6,471 ,645). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell S. Glass whose telephone number is 571-272- 
3132. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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